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Art Unit: 1794 

DETAILED ACTION 

Applicant's submission mailed May 30, 2008 has been entered. Claim 1 has been 
amended and claim 15 has been cancelled. Claims 1-14 and 16-27 are pending. Claims 
16-27 have been withdrawn from consideration for being directed to non-elected 
invention. Elected claims 1-14 are examined in the present office action. 

Claim Rejections - 35 USC §112 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Rejection of claims 1-15 under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the percentage of components of 
whippable composition in independent claim 1, have been withdrawn based on 
applicant's amendments of May 30, 2008. 

Further, rejection of claim 15, under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential elements has been withdrawn based on cancellation of 
claim 15 by the applicant. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

(A) Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lynch (US 6203841). 

References and rejections are incorporated herein and as cited in the office action 
mailed 12/12/2007. 

Regarding the amendments to independent claim 1, Lynch teaches of whippable food 
compositions comprising of about 31 % triglyceridic fats (Column 20, lines 25-45) as 
instantly claimed. Lynch also teaches of 0.1 to 5% emulsifiers, such as, polysorbate 60, 
and polysorbitan mono and distearate which include Polysorbate 80 and sodium steroyl 
lactylate and various combinations as instantly claimed (Column 9, line 15 to Column 
10, line 5). Lynch also teaches of 0 -2% stabilizers and bulking agents and hydrophilic 
colloids (Column 9, lines 40-55) as instantly claimed. Lynch further teaches that the 
whippable composition that is smooth, non-greasy texture and free of waxy mouthfeel 
(Columns 10-12 and claim 26), as instantly claimed. 

The amendment to claim 1 states that "wherein the whipped confection behaves as an 
oil-in-water emulsion, but if whipped with added sugar, behaves as water-in-oil 
emulsion". Regarding the amendment, it is noted that the newly added limitations are 
details of the properties of whipped confection made from the composition of claim 1 , 
i.e., the newly added limitation is an intended use of the composition and the intended 
use does not determine the patentability of the composition. Lynch teaches a whippable 
composition, which is an oil-in-water emulsion (Column 15, lines 13-16), i.e., the 
composition as recited in claim 1 as discussed above. Lynch also teaches of adding 
sugar or sweetening components, such as corn syrup (Column 15, lines 18-25 and 50- 
65 and Column 9, line 50-55). Furthermore, Lynch's composition upon whipping 
produces a butter-creme type icing or coating products (i.e., water-in-oil emulsion) that 
are stable at about 80°F (Columns 15- 28, examples). Since, Lynch teaches of 
whippable composition in applicant's recited range, therefore, it would have been 
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obvious to one of ordinary skill in the art at the time of the invention that the composition 
as taught by Lynch, upon whipping under similar conditions as adopted by the applicant 
would result in a product with similar emulsion properties as recited by the applicant, 
absent any clear and convincing evidence and /or arguments to the contrary. 

Regarding applicant's argument that addition of Polysorbate 60 and Polysorbate 80 
together would not have been obvious to one of ordinary skill at the time of the invention 
(Pages 7-8), applicant is referred to the previous office action of 12/12/2007 (Page4, 
paragraph 2) and Lynch (Column 9, lines 25-40), wherein Lynch teaches of addition of 
combination of emulsifiers. Regarding the emulsifiers, Lynch teaches of polysorbate 60 
and polyoxyethylene ethers of fatty esters of polyhydric alcohols, which included 
polyethoxylated sorbitan and fatty acid, such as oleic acid. Polysorbate 80 is derived 
from polyethoxylated sorbitan and oleic acid. Thus the reference taught of polysorbate 
60 and other emulsifiers like polysorbate 80. In order to provide evidence that 
combination of Polysorbate 60 and Polysorbate 80 was known to be used in preparation 
of whippable compositions at the time of the invention; the office includes Petricca (US 
4107343, IDS reference) as evidence. Petricca teaches of whippable emulsion with 
both Polysorbate 60 and polysorbate 80 as emulsifiers (Column 5, lines 60-62). This 
supports the position of the office, that one of ordinary skill in the art, at the time the 
invention was made would have been motivated to include a combination of polysorbate 
60 and polysorbate 80 together in a whippable composition as taught by Lynch. 
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Response to Amendment 

The Declaration of Andrew Fendinger, under 37 CFR 1.132 filed May 30, 2008 is 
insufficient to overcome the rejection of claims 1-14 based upon Lynch (US 6203841 
B1 ) as set forth in the last Office action because: 

1. The product of Lynch was prepared by the process described in lines 17-21 of 
841 patent, however, the Declaration does not specify which of the 28 columns, do the 
line numbers apply to as Lynch reference teaches of icings, filings, toppings, pies, 
cakes, whipped topping and mousse etc (Columns 15 to Columns 28). 

2. The composition described by Lynch in Column 20, lines 25-45, is compared to 
composition disclosed in Table 2, page 5 of the publication of application, where the 
compositions differ significantly in the amount of water. 

3. The method or process of obtaining the products from the two compositions are 
different, e.g., Lynch's composition is processed into a whipped product by a method 
disclosed by lynch and an exemplary composition of the claimed invention is prepared 
by a method disclosed by the applicant. The two methods differ significantly e.g., 
Lynch's composition is heated to 1 15-120°F, whereas the inventive composition is 
heated to 190°F (Pages 1-2 of declaration). 

Further it is noted that claims 1-14 recite a composition and not a method of 
preparation, therefore, in order for the comparison of both compositions to be 
convincing, both compositions need to be prepared by following identical method steps. 

4. Regarding the comparison of two compositions in terms of whipping time and 
performance in water, it is noted that, none of these features that are compared have 
been recited in the rejected claims 1-14. 
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Therefore, the declaration of Andrew Fendinger, under 37 CFR 1 .1 32 filed May 30, 
2008 has been fully considered, however, the evidence has not been found convincing 
to overcome the rejection of composition recited in claims 1-14 under 35 USC 103. 

Response to Arguments 

Applicant's arguments filed May 30, 2008 have been fully considered but they are not 
persuasive. 

Applicant's remarks, pages 7-8, discuss the details of the declaration, which has been 
responded above under response to amendment. 

In response to applicant's argument that Lynch reference fails to show certain features 
of applicant's invention, it is noted that the features upon which applicant relies (i.e., "if 
both polysorbate 60 and polysorbate 80 are not used, then rosette time is decreased 
from 1 hour to 15 minutes" Page 7, paragraph 2, lines 4-5) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 1 81 , 26 USPQ2d 1 057 (Fed. Cir. 1 993). 

Regarding the statement "Further, the claims as amended require that the present 
product be capable of undergoing inversion (i.e., behaves as an oil-in-water emulsion, 
but in the presence of added sugar, behaves as a water-in-oil emulsion)", it is noted that 
inversion is a property of the of the whipped composition, where the process steps 
affect the outcome of the finished product, however, the claims recite a whippable 
product, i.e., a product or a composition that is capable of being whipped. Lynch 
teaches the composition as recited, thus it would be obvious to one of ordinary skill at 
the time of the invention that similar compositions, identically processed would yield 
comparable or similar products, absent any clear and convincing evidence and 
arguments to the contrary. 
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Regarding applicant's comment "Applicants believe that it is the combination of the fat 
percentages between 30 and 40% and the presence of both polysorbate 60 and 
polysorbate 80 at the recited percentages that contributes to the product having this 
property." (Page 7, paragraph 3), applicant is referred that the co-action of the two 
emulsifiers with specific proportion of fat as per applicant's belief, is not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181,26 USPQ2d 1057 (Fed. Cir. 1993). 

Therefore, applicant's arguments filed May 30, 2008 have been fully considered but 
they are not persuasive and the rejections of claims 1-14 are maintained for the reasons 
of record. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTI CHAWLA whose telephone number is (571)272- 
8212. The examiner can normally be reached on 9:00 am to 5:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571) 272-1401. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JC 

Examiner 
Art Unit 1794 

/KEITH D. HENDRICKS/ 

Supervisory Patent Examiner, Art Unit 1794 



